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DETAILED ACTION 

Information Disclosure Statement 

1 . The information disclosure statement filed 1 1/28/05 has been considered and made of 
record. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1 and 3-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mukherjee (USPN 4,959,257). 

4. Mukherjee teaches transparencies comprising a transparent substrate, e.g., glass, having 
a conductive film formed thereon. The conductive film may comprise indium tin oxide (ITO), as 
recited in present claim 5 (abstract). Mukherjee teaches that the ITO film may have a thickness 
of from 10 to 200 nm. Since the range disclosed by Mukherjee overlaps that presently claimed, 
it would have been obvious to one having ordinary skill in the art to select a thickness within the 
presently claimed range, since Mukherjee suggests such thicknesses. 

5. Regarding claims 3 and 4, as noted above, Mukherjee suggests films having thicknesses 
within the range recited in the present claims, e.g., 10 nm. Thus, a 10 nm thick ITO layer is 
clearly suggested by Mukherjee. Suggested a layer would necessarily have the presently recited 
roughness, given a thickness of 10 nm, since the roughness could not be greater than the film 
thickness. 
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6. With respect to claims 7 and 8, these claims merely recited a process by which the 
claimed film may be made. Absent evidence that the recited process step produces a product 
which is materially different than the prior art article, these limitations are not seen to distinguish 
the claimed article over that disclosed by Mukherjee. 

7. The optical properties recited in claims 9-1 1 are considered to be inherent in Mukherjee, 
since the articles of Mukherjee comprise the same materials as recited in the present claims. 

8. In light of the above, the present claims are considered to be prima facie obvious in view 
of Mukherjee. 

9. Claims 1-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Suzuki 
(USPN 7,309,531). 

10. Suzuki teaches articles comprising a light transmitting substrate having a conductive film 
formed thereon (abstract and col. 7, lines 6-7, for instance). The conductive film may be indium 
tin oxide (ITO) and have a thickness of 10 to 500 nm, which overlaps the presently claimed 
range (col. 10, lines 50-53, for instance). To select a thickness within the presently claimed 
range would have been obvious to one having ordinary skill in the art, since Suzuki suggests 
such thicknesses. Additonally, Suzuki teaches that the ITO film may comprise an aggregate of 
columnar single crystals with the tin atoms uniformly distributed therein, meeting the limitations 
of claims 2, 5 and 6 (2, lines 39-41 and col. 3, lines 14-16, for example). 

1 1 . Regarding claims 3 and 4, Suzuki teaches the maximum and average roughnesses which 
overlap those presently claimed (col. 2, lines 46-52, for instance). Accordingly, to select 
roughness values within those disclosed by Suzuki would have been obvious to one having 
ordinary skill in the art, since Suzuki suggests such values. 
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12. With respect to claims 7 and 8, these claims merely recited a process by which the 
claimed film may be made. Absent evidence that the recited process step produces a product 
which is materially different than the prior art article, these limitations are not seen to distinguish 
the claimed article over that disclosed by Suzuki. In any event, Suzuki teaches that the films 
disclosed therein may be made by the pyrosol method (col. 18, lines 36-37, for instance). 

13. The optical properties recited in claims 9-1 1 are considered to be inherent in Mukherjee, 
since the articles of Mukherjee comprise the same materials as recited in the present claims. 

14. In light of the above, the present claims are considered to be prima facie obvious in view 
of Mukherjee. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIMOTHY M. SPEER whose telephone number is (571)272- 
8385. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith D. Hendricks can be reached on 571-272-1401 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Timothy M. Speer/ 
Primary Examiner 
Art Unit 1794 



